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FINAL ACTION 

Priority 

1 . Under 17 C.F.R. 1 .78(a)(2)(ii), a reference to a prior filed application must be submitted 
during the pendency of the later-filed application. If the later-filed application is an application 
filed under 35 U.S.C. 1 1 1(a), this reference must also be submitted within the later of four 
months from the actual filing date of the later-filed application or sixteen months from the filing 
date of the prior-filed application. If the later-filed application is a nonprovisional application 
which entered the national stage from an international application after compliance with 35 
U.S.C. 371, this reference must also be submitted within the later of four months from the date 
on which the national stage commenced under 35 U.S.C. 371 (b) or (f) in the later- filed 
international application or sixteen months from the filing date of the prior-filed application. 
These time periods are not extendable. Except as provided in paragraph (a)(3) of this section, 
the failure to timely submit the reference required by 35 U.S.C. 120 and paragraph (a)(2)(i) of 
this section is considered a waiver of any benefit under 35 U.S.C. 120, 121, or 365(c) to such 
prior-filed application. 

Under 37 C.F.R. 1.78(a)(3), if the reference required by 35 U.S.C. 120 and paragraph 
(a)(2) of this section is presented after the time period provided by paragraph (a)(2)(ii) of this 
section, the claim under 35 U.S.C. 120, 121, or 365(c) for the benefit of a prior-filed copending 
nonprovisional application or international application designating the United States of America 
may be accepted if the reference identifying the prior-filed application by application number or 
international application number and international filing date was unintentionally delayed. A 
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petition to accept an unintentionally delayed claim under 35 U.S.C. 120, 121, or 365(c) for the 
benefit of a prior-filed application must be accompanied by: 

(i) The reference required by 35 U.S.C. 120 and paragraph (a)(2) of this section to 
the prior-filed application, unless previously submitted; 

(ii) The surcharge set forth in § 1.1 7(t); and 

(iii) A statement that the entire delay between the date the claim was due under 
paragraph (a)(2)(h) of this section and the date the claim was filed was 
unintentional. The Director may require additional information where there is a 
question whether the delay was unintentional. 

Applicants' submission of November 21, 2007, attempts to amend the specification to 
reference US Appl. No. 10/257,761, which is the National Stage of International Appl. No. 
PCT/FI0 1/00381, published as WO0179606A1, which was the primary reference in the Non- 
Final Rejection of August 21, 2007. It should be noted that at the time of Applicants' submission 
of November 21, 2007, US Appl. No. 10/257,761 has since been patented on April 26, 2005, as 
USPN 6,884,508. It should also be noted that Applicants' Application Data Sheet of September 
23, 2004, does not reference US Appl. No. 10/257,761 or any applications corresponding to US 
Appl. No. 10/257,761. Applicants' attempt to claim priority to US Appl. No. 10/257,761 
appears to be improper and fails for myriad reasons. 

First, above referenced 17 C.F.R. 1 .78(a)(2)(ii) requires that the reference must also be 
submitted within the later of four months from the date on which the national stage commenced 
under 35 U.S.C. 371 (b) or (f) in the later-filed international application or sixteen months from 
the filing date of the prior-filed application. Applicants filed the National Stage Application of 
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the currently examined application on September 23, 2004, which corresponds to its 35 U.S.C. 
371(c) date. The PCT filing date of the previously filed application was April 18, 2001, and the 
filing date of the National Stage Application was January 14, 2003, which corresponds to its 35 
U.S.C. 371(c) date. Therefore, in order to comply with 17 C.F.R. 1 .78(a)(2)(ii), Applicants 
would have been required to reference the prior-filed applications within the later of four months 
from September 23, 2004, which would have been January 23, 2005, or sixteen months from 
January 14, 2003, which would have been May 14, 2004. As the record does not appear to show 
compliance within these non-extendible time periods, Applicants' attempt to claim priority to US 
Appl. No. 10/257,761 appears to fail. 

Second, Applicants' submission of November 21, 2007, attempts to amend the 
specification to reference the currently examined application as a continuation of co-pending US 
Appl. No. 10/257,761. MPEP 201.07 states that a continuation is a second application for the 
same invention claimed in a prior nonprovisional application and filed before the original prior 
application becomes abandoned or patented. The continuation application may be filed under 37 
CFR 1.53(b) (or 1.53(d) if the application is a design application). The applicant in the 
continuation application must include at least one inventor named in the prior nonprovisional 
application. The disclosure presented in the continuation must be the same as that of the original 
application; i.e., the continuation should not include anything which would constitute new matter 
if inserted in the original application. The continuation application must claim the benefit of the 
prior nonprovisional application under 35 U.S.C. 120 or 365(c). see MPEP § 201.11. 

As set forth above, the disclosures must be the same as that of the original application. 
Therefore, each of the recited elements in the claims of the currently examined application must 
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find support in the previously filed application. However, Applicants' submissions of November 
21, 2007, appear to contradict this necessary assertion: ". . .Examiner cites several sections of 
Gronroos for the recitation of claim 1 wherein the amount of filler used is 3 to 60% of the 
amount of solids. Applicants respectfully submit that not one of Examiner's citations disclose the 
cited recitation. Applicants respectfully submit that claim 25, directly dependent from 
independent claim 1, is patentably distinct over Gronroos based at least on the previously cited 
recitation in independent claim 1 . Furthermore, claim 25 recites a further recitation and is 
allowable based on its own combination" (see Applicants' submissions of November 21, 2007, 
page 9 of 10). Based on Applicants' submission of November 21 , 2007 and MPEP 201.07, it is 
unclear how Applicants can simultaneously declare that the disclosure of the currently examined 
application is necessarily the same as that of the prior-filed application, and argue that the prior- 
filed application does not disclose the claimed subject matter. It should be noted that the Non- 
Final rejection of August 21, 2007, cites the entire document of Gronroos including page 1 lines 
3-26, page 3 lines 2-9, page 4 line 28 to page 5 line 31, page 7 lines 4-34, page 8 lines 9-19, page 
9 lines 19-29, page 10 lines 3-29, page 1 1 lines 25-34, page 12 lines 5-9, page 12 line 32 to page 
13 line 4. Juxtaposing Applicants' claim for priority and arguments regarding the rejections of 
August 21, 2007, it is unclear how the currently filed application can be a continuation of the 
previously filed application. Therefore, Applicants' attempt to claim priority to US Appl. No. 
10/257,761 appears to fail. 

Third, MPEP 201.07 set forth above states that "[t]he applicant in the continuation 
application must include at least one inventor named in the prior nonprovisional application". 
Although Inventor Gronroos appears to be a common inventor to the currently examined 
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application and the prior filed application, the currently examined application additionally 
includes Inventor Helanti. It is unclear, based on Applicants' reasoning, how the two 
applications may disclose the same subject matter necessary to continuation applications, yet 
disclose different inventive entities, in this case, an additional inventor. 

Based at least on the reasons set forth above, Applicants' attempt to claim priority to US 
Appl. No. 10/257,761 under 35 U.S.C. 120 and 37 C.F.R. 1.78 appears to fail. Applicants may 
petition under 37 C.F.R. 1.78 or 1.181 if Applicants believe that Examiner is in error. 

Specification 

2. The disclosure is objected to because of the following informalities: the preliminary 
amendment of December 16, 2004, adding "[t]he present application claims the priority of co- 
pending U.S. Application No. 10/257,761 filed January 14, 2003" and the subsequent 
amendment of November 21, 2007, as set forth above, are improper and are required to be 
removed. Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

4. Claims 1-13 and 25 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 
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Regarding claims 1-13 and 25, claims 1 and 25 recite that the "amount of filler used is 3 
to 60% of an amount of solids" and "30% to 60% of the amount of solids". It is unclear what the 
intended scope of the limitation is since the claims do not set forth any structure or amount of 
"solids". The limitation attempts to compare the amount of filler as a percentage when viewed 
against an amount of solids, without providing a proper standard as to what amount of solids, if 
any, are present in the claimed invention. 

Regarding claim 8, the claim recites that the components of the filler granule form a "fine 
and flexible coat that surrounds the inner part." It is unclear what is intended by the limitations 
"fine" and "flexible" as the terms are not defined by the specifications and the terms are 
subjective without a standard of comparison or units to which a degree of fineness and a degree 
of flexibility are measured. 

Claim Rejections - 35 USC § 102/103 
5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) lhe invention was patented or described in a printed publication in litis or a foreign countr_\ or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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6. Claims 1-13 and 25 are rejected under 35 U.S.C. 102(b) as being anticipated by, or 
alternatively under 35 U.S.C. 103(a) as obvious over, WO 01/79606 to Gronroos. 

Regarding claims 1-13 and 25, Gronroos teaches a fibrous web containing a filler, 
wherein the filler is a substance in granular form, having a rotationally symmetrical shape and an 
inner part and a crust part, whereby the density of the inner part is lower than the crust part, 
wherein the density of the inner part is about 10 to 90% of that of the crust part (see entire 
document including page 1 lines 3-26, page 3 lines 2-9, page 4 line 28 to page 5 line 31, page 7 
lines 4-34, page 8 lines 9-19, page 9 lines 19-29, page 10 lines 3-29, page 1 1 lines 25-34, page 
12 lines 5-9, page 12 line 32 to page 13 line 4). 

Regarding claims 1-13 and 25, Gronroos does not appear to specifically teach that the 
amount of filler used is 3 to 60% of an amount of solids and 30% to 60% of the amount of solids. 
However, as set forth above, it is unclear what solids and what amount of solids the amount of 
filler is compared to in the claimed invention. Absent evidence to the contrary, the amount of 
filler in Gronroos appears to be 3 to 60% and 30% to 60% of any amount of solids present or not 
present in the claimed invention. Additionally, it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to vary the amount of filler, motivated by the 
desire of forming a conventional fibrous web containing a filler suitable for the intended 
application and as Gronroos suggests that the properties of the coated base may be manipulated 
by the thickness of the coating and that the coating is generally optimizable based on the desired 
coverage and properties. 

Regarding claim 2, the density of the inner part of the filler granule is 40 to 80% of that 
of the crust part (page 1 1 lines 25-34). 
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Regarding claim 3, the filler granule consists of pigment particles and a binder (page 9 
line 31 to page 10 line 2, page 10 lines 19-23, Claim 27). 

Regarding claim 4, the density of the pigment particles is 1500 to 7000 kg/m 3 (page 7 
lines 22-28). 

Regarding claim 5, the density of the filler granule is 400 to 6300 kg/m , whereby the 
density of the inner part is about 50 to 5700 kg/m 3 , and the density of the crust part is about 600 
to 6300 kg/m 3 (page 7 lines 22-28, page 1 1 lines 25-34). 

Regarding claim 6, the inner part of the filler granule contains rougher pigment particles 
in relation to the crust part (page 5 lines 5-12). 

Regarding claim 7, the porosity of the inner part of the filler granule is higher than that of 
the crust part, whereby the pore volume of the inner part is 10 to 70% by volume (page 1 1 lines 
25-34). 

Regarding claim 8, the crust part of the filler granule comprises metal silicate, metal 
sulphate or metal carbonate particles, which are bound to one another by means of a cross-linked 
binder, whereby they form a fine and flexible coat that surrounds the inner part (page 10 lines 3- 
11, page 12 lines 5-9). 

Regarding claim 9, the filler particles of the filler granule comprise any inorganic 
substance, for example, kaolins, ground or precipitated calcium carbonates (page 10 lines 3-5). 

Regarding claim 10, the particle size (cp) of the granulated filler is 1 to 100 gm (page 1 1 
lines 25-34). 

Regarding claim 1 1, the substance in the granular form is plastically deformable under 
the effect of pressure and/or temperature (page 7 lines 30-34). 
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Regarding claims 12 and 13, Gronroos appears to inherently teach that the web contains 3 
to 30% by weight of the filler in granular form, whereby the bonding strength of the fibrous web 
is essentially the same as that of a corresponding fibrous web that contains no filler and that the 
web contains over 30% by weight of the filler in granular form. In addition, Gronroos teaches 
that the thicker the coating layer applied onto the web, the better the properties of the coated base 
paper are covered in connection with the coating (page 3 lines 2 and 3). Additionally, Gronroos 
teaches the thickness of the coating is generally optimized so that desired coverage and degree of 
properties are achieved (page 3 lines 3-8). Absent unexpected results, it would have been 
obvious to one of ordinary skill in the fibrous web art at the time the invention was made to 
optimize the weight of the filler in granular form, as Gronroos suggests that the properties of the 
coated base may be manipulated by the thickness of the coating and that the coating is generally 
optimizable based on the desired coverage and properties. 

In the event it is shown that Gronroos does not disclose the claimed invention with 
sufficient specificity, the invention is obvious because Gronroos discloses the claimed 
constituents and discloses that they may be used in combination. 

Response to Arguments 

Applicants' arguments filed November 21, 2007, have been fully considered but they are 
not persuasive. Applicants argue that the Gronroos reference does not disclose the limitation 
requiring that the filler used is 3 to 60% of an amount of solids and 30% to 60% of the amount of 
solids. Examiner respectfully disagrees. As set forth above, the limitation is unclear as the 
claims attempt to compare the amount of filler as a percentage against an amount of solids, 



Application/Control Number: 1 0/509,29 1 Page 1 1 

Art Unit: 1794 

without providing a proper standard as to what amount of solids, if any, are present in the 
claimed invention. Absent evidence to the contrary, the amount of filler appears to be 3 to 60% 
and 30% to 60% of any amount of solids present or not present in the claimed invention. 
Additionally, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to vary the amount of filler, motivated by the desire of forming a 
conventional fibrous web containing a filler suitable for the intended application and as Gronroos 
suggests that the properties of the coated base may be manipulated by the thickness of the 
coating and that the coating is generally optimizable based on the desired coverage and 
properties. 

Additionally, Applicants argue that they have perfected the benefit claim under 35 U.S.C. 
120. However as set forth above, Applicants' attempt to claim priority to US Appl. No. 
10/257,761 under 35 U.S.C. 120 and 37 C.F.R. 1.78 appears to fail. 

Claim Rejections - 35 USC §103 

7. Claims 12 and 13 are rejected under 35 U.S.C. 103(a) as obvious over Gronroos in view 
of US Pub. No. 2003/0106658 to Ilmonen. 

Regarding claims 12 and 13, in the event it is shown that optimizing the filler weight in 
the web would not have been obvious to one of ordinary skill in the fibrous web art, Ilmonen 
teaches a similar filler comprising kaolin and a binder wherein the fibrous web weighs 50-450 
g/m 2 or 30-250 g/m 2 , preferably 30-80 g/m 2 , and the coating weighs approximately 50-70 g/m 2 
(Ilmonen, paragraphs 0003, 0005-0007, 0031, 0039, 0040, 0046, 0055, 0056). It would have 
been obvious to one of ordinary skill in the fibrous web art at the time the invention was made to 
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form the invention of Gronroos, with the fibrous web and coating weights, as taught by Ilmonen, 
motivated by the desire to form a conventional fibrous web which is bright while maintaining the 
smoothness and the gloss of the paper. 

Conclusion 

8. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to PETER Y. CHOI whose telephone number is (571)272-6730. 
The examiner can normally be reached on Monday - Friday, 08:00 - 15:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Terrel Morris can be reached on (571) 272-1478. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Andrew T Piziali/ 

Primary Examiner, Art Unit 1794 

/Peter Y. Choi/ 
Examiner, Art Unit 1794 
January 9, 2008 



